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MARK: STERLING FASTENERS

CERTIFICATE UNDER 37 CFR 1.8: The undersigned hereby certifies that this correspondence is
being electronically filed %th the Trademark Trial and Appeal Board via ESTTA, on

7NN, XD/

Danielle 1. Mattessich

APPLICANT’S APPEAL BRIEF

True Value Company ("Applicant") appeals the trademark examining attorney's

refusal to register the mark STERLING FASTENERS on the Supplemental Register on

i Sicwhnq
HARDWARE

the ground that it is likely to be confused with U.S. Reg. Nos. 587,860 ( . for

various items of builders hardware-namely, door hangers, door tracks, door stops, door

latches, door pulls, door guides ) and 1,012,068 (\-tswane/ for various items of builders'
hardware-namely, metal door frames, metal door hinges, folding door hardware, metal
shelf and rod brackets, door viewers, metal closet rods) under §2(d) of the Lanham Act,

15 U.S.C. § 1052(d).



L FACTS

On November 28, 2007, Applicant filed a federal trademark application based on
its intent to use the mark STERLING FASTENERS in connection with “fasteners” in
international class 6.

On February 27, 2008, the U.S. Patent and Trademark Office ("the Office" or “the
Trademark Office”) [via Examining Attorney Judy Helfman] refused registration of the

proposed mark under §2(d) of the Lanham Act as being confusingly similar to U.S. Reg.
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Nos. 587,860 ( . “for various items of builders hardware-namely, door hangers,

ismrlinq _
HARDWARE £

door tracks, door stops, door latches, door pulls, door guides) and 1,012,068 ( .
for various items of builders' hardware-namely, metal door frames, metal door hinges,
folding door hardware, metal shelf and rod brackets, door viewers, metal closet rods)
(herein after referred to collectively as “STERLING HARDWARE & DESIGN for door
and closet hardware”). The Office also refused registration of the applied-for mark based
on a finding that the STERLING FASTENERS mark is merely descriptive of the
identified goods. Furthermore, the Office issued a requirement for an amendment of the
identification of goods because some of the wording was found to be indefinite.
Applicant filed a response to the initial office action on August 27, 2008 wherein
(1) the application was amended to the Supplemental Register; (2) the identification of
goods was amended to “metal fasteners for general hardware use, namely, nails, bolts,

screws, anchors, nuts, washers, staples, tin tabs” (herein after referred to as “fasteners”);



and (3) arguments and evidence were presented against the issued likelihood of confusion
refusal.

On November 10, 2008, the Trademark Office accepted Applicant’s amendment
of the identification of goods. However, the Trademark Office issued a nonfinal action
maintaining the confusion and descriptiveness refusals, and denying Applicant’s
amendment to the Supplemental Register because the application was still based on
Applicant’s intent-to-use the applied-for mark in commerce. The Office also issued a
new requirement for a disclaimer of the term “fasteners” based on a finding that the term
described the nature of the goods.

On March 10, 2009, Applicant filed an Amendment to Allege Use, which was
subsequently accepted by the Office, and also filed a Response to the non-final Office
Action. In its Response, Applicant disclaimed the term “fasteners™ for the record,
resubmitted its amendment to the Supplemental Register, and again submitted arguments
and evidence against the likelihood of confusion refusal based on U.S. Reg. Nos. 587,860
(STERLING HARDWARE & DESIGN) and 1,012,068 (STERLING HARDWARE &
DESIGN).

On April 24, 2009, the Trademark Office (via Examining Attorney Raul Cordova)
accepted Applicant’s disclaimer statement and the amendment to the Supplemental
Register, but issued a final Office Action based on a likelihood of confusion with the
cited STERLING HARDWARE registrations.

On October 26, 2009, Applicant filed a Request for Reconsideration and argued
that the evidence of record weighed heavily in its favor for registration because (a) there

was no evidence establishing that the goods at issue commonly emanate from the same



sources and (b) there was no persuasive evidence showing that the parties’ goods are sold
under the same conditions in the marketplace. In further support of its position,
Applicant submitted expert testimony establishing that door/closet hardware and general
metal fasteners are not sold together and would not confuse consumers into believing that
these products originate from the same source. Additionally, evidence of widespread
third party usage of the STERLING name in the hardware/construction industry was
made of record to establish that purchasers have been conditioned to look to the other
elements of a mark as means of distinguishing the source of goods in the relevant field.
Applicant also filed a Notice of Appeal.

On December 7, 2009, the Examining Attorney denied Applicant’s Request for
Reconsideration and made of record additional Internet evidence in an attempt to
establish that the goods at issue are related.

On December 16, 2009, this Board resumed the appeal and allowed Applicant 60
days to file its brief. Applicant now submits a timely appeal brief and notes that the only
outstanding issue in this case is the likelihood of confusion between the applied-for mark
and the cited STERLING HARDWARE & DESIGN registrations.

APPLICANT'S STERLING FASTENERS MARK FOR FASTENERS IS NOT
LIKELY TO CAUSE CONFUSION WITH THE CITED STERLING

HARDWARE & DESIGN REGISTRATIONS FOR DOOR AND CLOSET
HARDWARE

Applicant respectfully disagrees with the finding that its STERLING
FASTENERS mark for metal fasteners for general hardware use so resembles the
STERLING HARDWARE & DESIGN registrations for door and closet hardware as to
be likely to cause confusion, mistake or to deceive. Applicant bases this conclusion

upon, among other factors, the dissimilar nature of the marks, the differences between the



goods, the differences between the channels of trade through which they travel and are
marketed, the United States Trademark Office policy permitting different product types
to coexist peacefully on the federal register of trademarks under highly similar marks
owned by different entities, the dilution of the wording "STERLING" in the relevant
industry, and the ability of marks containing the word "STERLING" to peacefully coexist
in the marketplace and on the Trademark Register for hardware products based on minor
differences between the respective marks.

The likelihood of confusion determination must be made in light of the total effect
of the product and package in the eye and mind of the ordinary purchaser. Vision Sports,
Inc. v. Melville Corp., 888 F.2d 609, 616 (9th Cir. 1989). The relevant factors in

analyzing the likelihood of confusion are as follows:

1. The similarity or dissimilarity of the marks in their entireties as to
appearance, sound, connotation and commercial impression.
2. The similarity or dissimilarity, and nature, of the goods or services as

described in an application or registration or in connection with which a
prior mark is in use.

3. The similarity or dissimilarity of established, likely to continue trade
channels.
4, The conditions under which, and buyers to whom, sales are made, i.¢.,

“impulse” vs. careful, sophisticated purchasing.

The fame of the prior mark (sales, advertising, length of use).

The number and nature of similar marks in use on similar goods.

The nature and extent of any actual confusion.

The length of time during and conditions under which there has been

concurrent use without evidence of actual confusion.

9. The variety of goods on which the mark is or is not used (house mark,
“family” mark, product mark).

10.  The market interface between applicant and the owner of a prior mark.

11.  The extent to which applicant has a right to exclude others from use of its
mark on its goods.

12.  The extent of potential confusion.

13.  Any other established fact probative of the effect of use.
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In re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
Application of the above factors to the instant case shows that Applicant's mark is not
likely to cause confusion with the cited references.

A. If “Kids in a Candy Store” Can Differentiate the Sources of AMERICA’S
BEST CANDY and AMERICA’S BEST CHOCOLATE for Candy Without
Confusion, Then Carpenters and DIYers in a Hardware Store Can Also
Differentiate the Sources of STERLING FASTENERS and STERLING

HARDWARE for Different Types of Hardware Products Without Source
Confusion

Whether a mark is classified as “strong” or “weak” is a very important element in
deciding likelihood of confusion. McCarthy on Trademarks and Unfair Competition,
Fourth Edition §23:48. “Strong marks” or “inherently distinctive marks” are generally
coined, arbitrary or suggestive marks while “weak marks™ are typically classified as
descriptive marks. TMEP §1209.01.

The Trademark Trial and Appeal Board and the courts have recognized that
merely descriptive and weak designations may be entitled to a narrower scope of
protection than an entirely arbitrary or coined word. In re Box Solutions Corp., 79
USPQ2d 1953 (TTAB 2006); In re Central Soya Company, Inc., 220 USPQ 914 (TTAB
1984). In In re Hunke & Jochheim, 185 USPQ 188, 189 (TTAB 1975), the Board stated:

[R]egistration on the Supplemental Register may be considered to
establish prima facie that, at least at the time of registration, the registered
mark possessed a merely descriptive significance. (citation omitted.) This
is significant because it is well established that the scope of protection
afforded a merely descriptive or even a highly suggestive term is less than
that accorded an arbitrary or coined mark. That is, terms falling within the
former category have been generally categorized as “weak” marks, and the
scope of protection extended to these marks has been limited to the
substantially identical notation and/or to the subsequent use and
registration thereof for substantially similar goods.

The Board has frequently found no likelihood of confusion between marks that

merely share a weak common element where that common element was descriptive, or



even highly suggestive. See Clark Equipment Co. v. Baker-Lull Corp., 48 C.C.P.A. 865,
288 F.2d 926, 929, 129 U.S.P.Q. 220 (1961) (CARLOADER v. YARDLOADER, both
for fork-lift trucks, held not confusingly similar because the word “loader” was found to
be descriptive of the function of the machines involved); Long John Distilleries, Ltd. v.
Sazerac Co., 57 C.C.P.A. 1286, 426 F.2d 1406, 166 U.S.P.Q. 30 (1970) (LONG JOHN
scotch whiskey and FRIAR JOHN brandy held not confusingly similar because “John”
was weak as frequently appearing in alcoholic beverage marks and the overall
connotation was different); Stouffer Corporation v. Health Valley Natural Foods Inc., 1
U.S.P.Q.2d 1900, 1986 WL 83342 (T.T.A.B. 1986) (LEAN CUISINE v. LEAN LIVING,
both for food products held not confusingly similar because “lean” is at least highly
suggestive of low fat food or perhaps of the desired result of eating low calorie foods); In
re Hamilton Bank, 222 U.S.P.Q. 174, 1984 WL 63028 (T.T.A.B. 1984) (KEY for
banking services and other marks for banking containing the word “Key” held not
confusingly similar because “Key” is weak as widely used in the financial field and as
suggestive of a desirable characteristic of banking).

The instant case is highly similar to In re America’s Best Chocolate, Inc., 169
U.S.P.Q. 53,1971 WL 16433 (T.T.A.B. 1971). In re America’s Best Chocolate, Inc.,
Applicant filed an application for the mark AMERICA’S BEST CHOCOLATE &
DESIGN for “bars and other chocolate items where chocolate constitutes the major
ingredient.” The Trademark Office refused registration of the applicant’s mark based on
a finding that it was likely to be confused with the registered mark AMERICA’S BEST
CANDY for candy and nuts. The applicant appealed the final refusal of registration to

the Board. This Board found that the marks were comprised of “merely laudatory



slogans” and held “we are not persuaded that either thereof would be regarded by
purchasers as an indication of origin of the goods to which they are respectively applied.”
Id. at 53.

In the instant case, Applicant’s mark was also refused registration based on a
finding that the mark merely described the goods. In holding that the term STERLING is
descriptiVe, the Trademark Office has taken the position that the word STERLING is not
capable of indicating the origin of goods without a showing of distinctiveness. In
comparing the cases at issue, STERLING and AMERICA’S BEST are descriptive terms
that have been coupled with the generic terms HARDWARE and FASTENERS, and
CANDY and CHOCOLATE, respectively, to form trademarks. If AMERICA’S BEST
CANDY and AMERICA’S BEST CHOCOLATE are descriptive slogans that can be
differentiated by consumers without any confusion of source, it’s only logical that
STERLING FASTENERS and STERLING HARDWARE & DESIGN are also
trademarks that can be distinguished without source confusion.

Moreover, there is a stronger argument for lack of confusion in the present case
because the goods used in connection with the respective marks differ and are not sold
together in the marketplace, unlike chocolate and candy that are sold right next to each
other in retail stores. Applicant's goods are fasteners for general hardware use and
Registrant's goods are door and closet hardware comprised of door hangers, door tracks,
door stops, door latches, door pulls, door guides, metal door frames, metal door hinges,
folding door hardware, metal shelf and rod brackets, door viewers, and metal closet rods.
Although the respective goods are generally classified as hardware products, they are not

goods that would be sold together in the same retail sections. See Exhibits D and E of



Applicant’s Response dated Aug. 27, 2008, and the Declaration of Christopher D. Ortloff
submitted with Applicant’s Request for Reconsideration dated Oct. 6, 2009 detailing the
different locations of fasteners and door/closet hardware in the marketplace. Therefore, if
AMERICA’S BEST CANDY and AMERICA’S BEST CHOCOLATE, both for candy,
can coexist without confusion, then STERLING FASTENERS for fasteners and
STERLING HARDWARE for door and closet hardware can peacefully co-exist without
confusion as well.

B. The Evidence Made of Record Weighs Heavily in Applicant’s Favor that

There Is No Likelihood of Confusion Between Fasteners and Door/Closet
Hardware

The Trademark Office has the burden of proving that a mark sought for
registration is barred by the statutory bars of Lanham Act § 2. In re Standard Elekirik
Lorenz Aktiengesellschaft, 371 F.2d 870, 152 U.S.P.Q. 563 (C.C.P.A. 1967); In re
Nantucket, Inc., 677 F.2d 95,213 U.S.P.Q. 889 (C.C.P.A. 1982). Thus, on appeal to the
Trademark Board, it is incumbent on the PTO to discharge its burden of proving that the
mark comes within a prohibition of § 2. See McCarthy’s § 19:75. In this case, however,
the Trademark Office has not met its burden of proving that the mark STERLING
FASTENERS is barred from registration under Lanham Act § 2.

The extensive evidence made of record in this case can be summarized as follows:

1. EVIDENCE REGARDING THE SIMILARITY OF THE MARKS

APPLICANT’S EVIDENCE

a) 27 LABELS/ADVERTISING MATERIALS establishing that STERLING
HARDWARE is used in close proximity to John Sterling Corporation, establishing that
the commercial impression of STERLING HARDWARE is that of a surname (Ex. A,
Applicant’s Response dated Aug. 27, 2008).



b) DICTIONARY DEFINITION of “sterling” defined as “excellent; of great value”
establishing that the commercial impression of Applicant’s mark is “fasteners of great
value” (Ex. B, Applicant’s Response dated Aug. 27, 2008).

¢) MARKET REALITY OF HOW DIFFERENT THE MARKS ARE TO
CONSUMERS IN APPEARANCE: Examples of how Applicant’s mark is used in
commerce (Ex. C, Applicant’s Response dated Aug. 27, 2008) versus how Registrant
uses its marks in commerce (Ex. A, Applicant’s Response dated Aug. 27, 2008) to
establish the market reality of how different the marks are to consumers in appearance:

g Sferlinq
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Sterling Fasteners - versus - .

TRADEMARK OFFICE’S EVIDENCE

a) DICTIONARY DEFINITIONS of “sterling” and “fasteners” — to demonstrate marks
have the same commercial impression because they reference a common term

Comments: Evidence establishing that STERLING HARDWARE refers to John
Sterling, an individual, was made of record on August 27, 2008 (Applicant’s
Response, Ex. A). Applicant’s mark, on the other hand, casts the impression of
“fasteners of great value.” (Ex. B. Applicant’s Response dated August 27, 2008).

2. EVIDENCE REGARDING THE RELATEDNESS OF THE GOODS

APPLICANT’S EVIDENCE

a) PHOTOGRAPHS FROM 3 LEADING RETAIL HARDWARE STORES
(Lowe’s, Home Depot and Menards) establishing that modern hardware stores sell a
plethora of unrelated goods, including fasteners, groceries, gardening tools, major
appliances, laundry detergent. (Ex. D, Applicant’s Response dated Aug. 27, 2008).

Comments: This evidence indicates that there is no “under the same roof” rule
for hardware— consumers are less likely to infer a connection between goods that
are sold under different, weak brand names merely from the fact that they can be
purchased in a hardware store. See Nestle Co. v. Nash- Finch Co., 4 U.S.P.Q.2d
1085 (T.T.A.B. 1987) (“[Tlhe availability of different food products in the same
stores carrying a wide variety of food items is insufficient, in and of itself, to
warrant a finding of likelihood of confusion.”).

b) ADECLARATION FROM AN EYE WITNESS (Judith Stinson) detailing the
general location of fasteners and door hardware in leading retail hardware stores, and
noting that the parties goods are not sold in close proximity to each other. (Ex. E,
Applicant’s Response dated Aug. 27, 2008).

¢) U.S. COMPREHENSIVE SEARCH REPORT prepared by CSC (with an
accompanying affidavit establishing the foundation for such a report) showing a great
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deal of third party use of similar marks on related goods and services establishing that the
cited mark is relatively weak and entitled to a narrow scope of protection. (Ex. F,
Applicant’s Response dated Aug. 27, 2008, and Ex. B, Applicant’s Request for
Reconsideration dated Oct. 26, 2009).

d) EVIDENCE SHOWING HOW THIRD PARTIES ARE CURRENTLY USING
STERLING TRADEMARKS in the relevant industry is found in Ex. 3 of Applicant’s
Req. for Recon. (discussed in further detail below) and establishes that the many
STERLING marks currently coexist in the marketplace.

¢) AFFIDAVIT FROM AN INDUSTRY EXPERT (Ex. I of Applicant’s Req. for
Recon.) establishing that fasteners for general hardware use and door hardware are not
sold in close proximity to each other at various retail establishments. Industry expert also
gives an opinion that contractors/carpenters, whether amateur or seasoned, would not
confuse STERLING FASTENERS and STERLING HARDWARE as brands originating
from the same source.

TRADEMARK OFFICE’S EVIDENCE

a) 12 THIRD PARTY REGISTRATIONS to show goods at issue emanate from

common sources under the same brand names (see Office Action issued on Feb. 27,

2008).
Comments: Only 3 out of 12 registrations have some probative value in
establishing any relationship between the goods at issue (see Applicant’s
Response to Office Action dated August 27, 2008). Such evidence does not
establish a relatedness of the goods because there is no evidence in the record of
current use of the marks in the marketplace. See Smith Bros. Mfg. Co. v. Stone
Mfg. Co., 476 F.2d 1004 (177 U.S.P.Q. 462 (C.C.P.A. 1973)

b) 3 ONLINE ELECTRONIC POINT OF SALE DISPLAYS to prove goods are sold
by the same retailers (see Office Action issued on Feb. 27, 2008)

Comments: Evidence establishes that SOUTHCO sells DZUS fasteners and its
distributor, Clancey Design Distributor sells latches, locks, handles, door assists,
hinges, and the like for cabinets and small access doors, not standard doors.
There is no evidence, however, establishing that standard door hardware is sold
by this company, or that any door hardware is sold under the DZUS brand.

PANELOC sells fasteners, hinges, latches and special hardware. However, the
record does not contain specific information regarding the nature of these goods
(e.g., for cabinets, for external residential doors) and whether or not fasteners
and door hardware are sold to consumers under the same brand.

ISOTECH sells hinges, latches, locks and handles for heavy equipment, truck
bodies, rescue/medical vehicles, utility trailers and can enclosures. No evidence

11



to establish that any fasteners and door hardware are sold to consumers under
the same brand name.

¢) INTERNET REFERENCES showing how door hardware and fasteners are related
because of their size, make up and cost. Trademark Office references the following
companies: GLF; DOOR HARDWARE MANUFACTURES; B4UBUILD.COM
HARBORCITYSUPPLY.COM; KNOBS and HARDWARE; SECURING COSMOS
(see Final Office Action issued on April 24, 2009)

Comments: GLF makes specialized fasteners for the aerospace, appliance,
automotive, defense, naval/maritime, OEM, and window and door industries.
Nothing within this evidence suggests that this company markets general purpose
hardware fasteners, or markets its fasteners under the same brand name(s)

DOOR HARDWARE MANUFACTURES: Evidence merely shows that there are
different types of brass door fasteners.

B4UBUILD.COM: Evidence does not show that any of the listed retail stores sell
general purpose fasteners and door hardware under the same or similar brand
names.

HARBORCITYSUPPLY.COM: Evidence merely shows different types of
BALDWIN casement fasteners for windows. No evidence of any relationship
between door hardware and general purpose fasteners.

KNOBS and HARDWARE: Evidence consists of security fasteners/locks for
doors. No evidence of any relationship between door hardware and general
purpose fasteners shown.

SECURING COSMOS: Evidence consists of a list of different items sold on a
website, which includes a wide variety of door hardware and fasteners. However,
no specific products are shown, and there is no direct evidence of any
relationship between door hardware and general purpose fasteners shown.

d) INTERNET EVIDENCE TO ESTABLISH A RELATIONSHIP BETWEEN
THE GOODS to show goods are complementary and directly competitive (Denial of
Req. for Recon. issued on Dec. 7, 2009)

MY KNOBS.COM — evidence shows that this Internet retailer sells door hardware
in the nature of handles, locks, knobs, levers, hinges under different brand names
Comments: No references to fasteners in this material, only door

hardware.

DOOR HARDWARE SHOWROOM — evidence shows that this Internet retailer
sells door hardware in the nature of door pulls, handle sets, knockers, knobs,
deadbolts and sliding door hardware
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Comments: No references to fasteners in this material, only door
hardware.

LOWES.COM - evidence shows that this Internet retailer sells door hardware in
the nature of locks, hinges, screen door hardware, bells and chimes, knockers.
Instructions for installing lockets are also provided.
Comments: No references to fasteners in this material, only door
hardware.

GLF TECHNICAL — evidence shows that this company is a distributor for a wide
variety of fasteners in the aerospace, defense, naval/maritime, window and door
industries to OEM (Original Equipment Manufacturer) customers.
Comments: No evidence that general purpose fasteners and door/closet
hardware are sold to end consumers under the same brand names.

DIGIKEY — evidence establishes that Digi-Key is an electronic component
distributor. These components can include screws, washers, clip bowties, and
fasteners sold in sets.
Comments: No evidence that general purpose fasteners and door/closet
hardware are sold to end consumers under the same brand names.

WOODWORKER 'S HARDWARE.COM — evidence establishes that this Internet
retailer sells cabinet hardware that includes rail fittings, locks, shelving, pulls,
handles, fasteners, sliding door hardware.
Comments: No evidence that general purpose fasteners and door/closet
hardware are sold to end consumers under the same brand names.

B4UBUILD.COM — evidence includes information from ‘“‘favorite links” that
merely lists the names of companies that sell hardware, locksets, door and cabinet
knobs, joist hangers and fasteners.
Comments: No evidence that general purpose fasteners and door/closet
hardware are sold to end consumers under the same brand names.

FINKLES.COM — evidence shows that this online retailer sells “an intensely

broad and varied selection of hardware”, from fasteners, door hardware to

Sfarm/industrial hardware, gutter supplies, and weather stripping products.
Comments: No evidence that general purpose fasteners and door/closet
hardware are sold to end consumers under the same brand names.

DOOR HARDWARE MANUFACTURES — evidence that this Internet retailer
sells door hardware.
Comments: No evidence that general purpose fasteners and door/closet
hardware are sold to end consumers under the same brand names.

MOST ANYTHING HARDWARE — evidence shows that this Internet retailer sells
“hard to find hardware items.. from acrylics to weatherstrip.”

13



Comments: No evidence that general purpose fasteners and door/closet
hardware are sold to end consumers under the same brand names.

ALUMINUM HARDWARE - evidence shows that this Internet retailer sells
window and door hardware.

Comments: No evidence that general purpose fasteners and door/closet

hardware are sold to end consumers under the same brand names.
HARBORCITYSUPPLY.COM - evidence shows that this Internet retailer sells
BALDWIN casement fasteners.

Comments: No evidence that general purpose fasteners and door/closet

hardware are sold to end consumers under the same brand names.
OUTWATER - evidence shows that this company is an online national wholesaler
to the commercial woodworking industry for a wide variety of hardware products.

Comments: No evidence that general purpose fasteners and door/closet

hardware are sold to end consumers under the same brand names.
ORIENTAL METAL WORKS - - evidence shows that this company is a
manufacturer, exporter, and supplier of door hardware.

Comments: No evidence that general purpose fasteners and door/closet
hardware are sold to end consumers under the same brand names.

The evidence made of record in this case weighs heavily in favor of registration of
the applied-for mark. The Trademark Office has not provided persuasive evidence
establishing that the goods at hand are so related as to support a finding of likelihood of
confusion. Most importantly, there is no evidence that establishes that the instant goods
are used together or are sold under the same marketing conditions with the same brand

names.

Furthermore, there are no advertisements or other documentation in the record
showing that the relevant goods are sold in close proximity to each other such that
consumers would conclude that STERLING HARDWARE & DESIGN and STERLING
FASTENERS are brands originating from the same source. At best, the evidence made
of record by the Trademark Office shows that door hardware and fasteners are some

times sold by the same retailers or distributors. A mere showing that goods are sold
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under the “same roof,” however, does not establish that the respective goods are related.
See Nestle Co. v. Nash- Finch Co., 4 U.S.P.Q.2d 1085 (T.T.A.B. 1987) (“[T]he
availability of different food products in the same stores carrying a wide variety of food
items is insufficient, in and of itself, to warrant a finding of likelihood of confusion.”).
For instance, Applicant notes that JONNY CAT cat litter and JONNY BRITE toilet bowl
cleaner are sold by grocery retailers in the same or neighboring store aisles without any
consumer confusion. Therefore, the Office’s evidence fails to establish a relationship
between the goods that would be rise to a level of confusing customers into believing that

fasteners and door/closet hardware are offered by the same sources.

Moreover, the only evidence establishing a relationship between fasteners and
door hardware are 3 third party registrations referencing these goods, and a few Internet
references showing that the goods are sold at the same retail establishments. Applicant
reiterates that there is no “under the same roof” rule that all hardware products with
similar marks will engender confusion. Id. Consumers are aware that modern hardware
stores sell a plethora of unrelated goods, including nails, groceries, gardening tools, major
appliances, laundry detergent and so on. See pictures in Ex. D of Applicant’s Response
dated August 27, 2009 regarding the nature and variety of goods sold in major hardware
stores, such as Home Depot, Menard’s, and Lowe’s. Thus, consumers are less likely to
infer a connection between goods that are sold under different, weak brand names merely

from the fact that they can be purchased in a hardware store.

Additionally, the evidence made of record by the Trademark Office in the nature
of third party registrations does not support a conclusive finding that fasteners and door

hardware typically emanate from the same sources and are sold under the same
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trademarks in the marketplace. The Federal Circuit has criticized the evidentiary weight
of third-party registrations as evidence of consumer perceptions regarding the relatedness
of goods. Olde Tyme Foods, Inc. v. Roundy's, Inc., 961 F.2d 200, 22 U.S.P.Q.2d 1542
(Fed. Cir. 1992). In Smith Bros. Mfg. Co. v. Stone Mfg. Co., the Court noted that in the
absence of evidence demonstrating that they have any effect on the minds of consumers,
third-party registrations can have no impact on likelihood of confusion issues. Smith
Bros. Mfg. Co. v. Stone Mfg. Co., 476 F.2d 1004, 177 U.S.P.Q. 462 (C.C.P.A. 1973) (In
an opposition, applicant introduced several third party registrations to show that opposer's
mark was weak and entitled to only a narrow scope of protection; Board's decision
dismissing the opposition was reversed.).

In Smith Bros. Mfg. Co. v. Stone Mfg. Co., the court specifically stated that "[t]he
purchasing public is not aware of registrations reposing in the Patent [and Trademark]
Office and though they are relevant, in themselves they have little evidentiary value on
the issue before us." Id. See, also, AMF Inc. v. American Leisure Products, Inc., 474
F.2d 1403, 177 U.S.P.Q. 268 (C.C.P.A. 1973) (“It appears that the Board relied heavily
upon the existence of third-party trademark registrations in reaching its decision. We
have frequently said that little weight is to be given to such registrations in evaluating
whether there is likelihood of confusion. The existence of these registrations is not

evidence of what happens in the marketplace or that customers are familiar with them..”).

For the foregoing reasons, the evidence of record considered as a whole does not
support a finding that general purpose hardware fasteners and door hardware are so
related such that consumers are likely to believe that STERLING FASTENERS and

STERLING HARDWARE & DESIGN originate from a common source in a
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marketplace, especially where STERLING is commonly used as brand by other third

parties for hardware products.

B. The Relevant Market Place Is Saturated with Products and Services Bearing

the STERLING Name and Thus, Even Slight Differences Between These
Brands Are Enough to Prevent Consumer Confusion.

Assuming, even for purposes of argument, that the Trademark Office had a prima
facie case that the STERLING FASTENERS mark is barred from registration under
Lanham Act § 2, Applicant has made of record substantial evidence to rebut the strength
of the cited registrations by introducing extensive evidence of a crowded market. Inre
Lucky Co., 209 U.S.P.Q. 422 (T.T.A.B. 1980). Such evidence includes:

(1) a trademark search report (introduced via the testimony of an employee
of the search firm) of the STERLING FASTENERS mark originally
submitted into evidence on August 27, 2008; and

2 additional third party registrations and Internet evidence detailing how
many STERLING marks are currently used in the marketplace,
reflecting the market reality of how common and weak the term

STERLING is in the hardware and construction fields.

See Exhibits IT and III of Applicant’s Req. for Reconsideration submitted on
October 6, 2009.

Evidence of third party use of similar marks on similar goods is admissible and
relevant to show that the mark is relatively weak and entitled to only a narrow scope of
protection. In re Broadway Chicken, Inc., 38 U.S.P.Q.2d 1559 (TTAB 1996); Tektronix,
Inc. v. Daktronics, Inc., 534 F.2d 915, 189 U.S.P.Q. 693 (C.C.P.A. 1976); Loctite Corp.
v. Tubbs Cordage Co., 175 U.S.P.Q. 663 (T.T.A.B. 1972); MRI Systems Corp. v. Wesley-
Jessen, Inc., 189 U.S.P.Q. 214 (T.T.A.B. 1975).

The chart below summarizes the trademarks currently registered and/or used in

the market place demonstrating the diluted nature of the term STERLING in the relevant
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industries:

MARK GOODS OWNER
STERLING Manufacturer of fasteners Sterling Tools Limited
STERLING Manufacture and export of brass Sterling Enterprises
ENTERPRISES products, including fasteners
STERLING Screwdrivers; pocket screw driver | Sterling Tools
sets; tools precision screwdriver
sets; sanding blocks; smart
squares and
mini spring clamps; tape
measures; wrench holders
STERLING Decorative drawer pulls and Sterling Quality Products
pocket knives
STERLING Shower doors; toilet bowls and KOHLER, Sterling Plumbing
bath hardware (e.g., tub aprons) Group
[U.S. Reg. No. 911,464]
STERLING Lavatory handles Sterling Rockwell
ROCKWELL
STERLING SCREW Supplier of screw machine parts Sterling Screw Products, Inc.
PRODUCTS
STERLING Wrenches Frank Mossberg
JOHN STERLING Fast-mount double bracket John Sterling
Shelving system
STERLING Metal cutting saw blades Diamond Saw Works
[U.S. Reg. No. 583,459]
STERLING Drill grinders; drill sharpeners McDonough
BAY STATE Grinding wheels Tyrolit North America
STERLING [U.S. Reg. No. 1891956]
STERLING DIE The manufacture of a complete Sterling Die, Inc.
line of thread rolling die
STERLING Brush cleaners The Savogran Company
STERLING Hand-held power operated Wabhl Clipper Corp.
desolders
[U.S. Reg. No. 1791287]
TARAMET STERLING | Bar solder [U.S. Reg. No. Irwin Indus. Tool
1,908,118 et al]
LENOX STERLING Solder and cold coat [slows the
transfer of heat in metal while
soldering, brazing or welding]
[U.S. Reg. No. 3,438,186]
STERLING ROOF Metal walls, metal roofs and metal | ASC Profiles
SYSTEM decking
[U.S. Reg. No. 2,800,400]
STERLING Steel balls (for disconnect fittings, | Frantz Manufacturing

pump switches, and inertia
systems)
[U.S. Reg. No. 1,100,563]
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See Exhibit III in Applicant’s Request for Reconsideration for additional information
regarding these references.

Although it has been held that the existence of third party registrations alone is
not evidence of what happens in the market place or that customers are familiar with
certain trademarks, actual evidence of what goes on in the market place substantiates
what consumers encounter on a daily basis and is persuasive in determining the reality of
the market place. See In re The Lucky Company, 209 USPQ. 422 (TTAB 1980) (the
TTAB relied upon numerous photographs of athletic shoes with stripe and bar designs
which were on display at various business establishments selling such products to
conclude that the relevant market place was saturated with similar trademarks and as a
result, found no likelihood on confusion between two stripe marks used on shoes in an
exparte proceeding).

Moreover, evidence of widespread third-party use in a particular field of marks
containing a certain shared term is competent to suggest that purchasers have been

conditioned to look to the other elements of the marks as a means of distinguishing the

source of goods or services in the field. See In re Bed & Breadfast Registry, 791 F.2d
157, 229 USPQ 818 (Fed. Cir. 1986); Miles Laboratories Inc. v. Naturally Vitamin
Supplements Inc., 1 USPQ2d 1445 (TTAB 1986); Fortunoff Silver Sales, Inc. v. Norman
Press, Inc., 225 USPQ 863 (TTAB 1985); and EZ Loader Boat Trailers, Inc. v. Cox
Trailers, Inc., 213 USPQ 597 (TTAB 1982), affd, 706 F.2d 1213, 217 USPQ 986 (Fed.
Cir. 1983).

In this case, Applicant has submitted numerous Internet web pages showing
pictures of a variety of STERLING products currently used and sold in the hardware and

construction markets. Similar to the numerous photographs of athletic shoes in the In re
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The Luck Company case, these web pages display product pictures, contain product
information and descriptions, and have the requisite information to order the products and
services. As such, this evidence clearly establishes current consumer awareness and
market conditions in the relevant fields with respect to the strength of the term
STERLING as a source-identifying brand.

As previously detailed, the evidence made of record by Applicant shows that
consumers are accustomed to encountering STERLING HARDWARE & DESIGN door
and shelf hardware by John Sterling Corporation, STERLING screwdrivers and squares
owned by Sterling Tools, STERLING for the manufacture of fasteners by Sterling Tools
Limited, STERLING drill grinders owned by McDonough, STERLING ROOF
SYSTEMS for metal walls, metal roofs and metal decking owned by ASC Profiles, Inc.,
LENOX STERLING solder owned by Irwin Industrial Tool Company, among many
other STERLING marks in the marketplace when looking to purchase hardware products,
tools and equipment. This evidence of widespread third party usage of the STERLING
name in the hardware/construction market strongly suggests that consumers have been

conditioned to look to the other elements of a mark as a means of distinguishing the

source of goods in these fields. As such, the mark STERLING FASTENERS is
distinguishable and not likely to be confused with the wide array of STERLING products
currently located on the shelves of retail hardware stores.

C. Eve Witness and Expert Testimony Made of Record Further Establishes that

the Goods at Issue Are Not Sold Together and Would Not Confuse
Consumers Into Believing that They Originate from the Same Source

Applicant has also made of record eyewitness testimony and testimony from an

industry expert clearly establishing the reality of the relatedness of the goods at issue.
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